REMARKS 

The Office Action dated May 10, 2006, has been received and carefully noted. 
The above amendments and the following remarks are submitted as a full and complete 
response thereto. 

By this Amendment, claim 1 has been amended. No new matter has been 
added. The amendments to the claims do not narrow the scope of the claims but 
merely clarify the structure of the base paper. Claims 1, 2, 5, 6, 8, 9, 11-13 and 15-19 
are pending and respectfully submitted for consideration. 
Entry of Response Proper 

Entry of this Amendment is proper under 37 C.F.R. §1.116 since the 
amendments: (a) place the application in condition for allowance for the reasons 
discussed herein; (b) do not raise any new issues requiring further search and/or 
consideration on the part of the Examiner as the Amendment merely clarifies the 
claimed features of the invention; (c) satisfy a requirement of form asserted in the 
previous Office Action; (d) do not present any additional claims without canceling a 
corresponding number of finally rejected claims; and (e) place the application in better 
form for appeal, should an appeal be necessary. The Amendment is necessary and 
was not earlier presented because it is made in response to objections raised in the 
Final Rejection. Entry of the Amendment is thus respectfully requested. 
Rejections Under 35 U.S.C. § 103 

Claims 1, 2, 5, 6, 8, 9, 11 and 16-19 were rejected under 35 U.S.C. § 103(a) as 
being unpatentable over Saito et al. (Japanese Patent Publication No. 10001166, 
"Saito") in view of Nygard et al. (European Patent Application Publication No. EP 0 908 
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557 A1, "Nygard"). Saito was cited for disclosing many of the claimed elements of the 
invention with the exception of softwood kraft pulp of 70% or more in the pulp furnish. 
Nygard was cited for curing this deficiency. The Office Action further acknowledged that 
Saito and Nygard do not explicitly teach the claimed aspect ration of tensile strength of 
the base paper in the range of from 5 to 15 as measured by Japanese Industrial 
Standard P8113 and took the position that this property is inherent. 

The Applicants traverse the rejection and respectfully submit that claims 1, 2, 5, 
6, 8, 9, 1 1 and 16-19 recite subject matter that is neither disclosed nor suggested by the 
cited references. 

Saito discloses a buffer material made of paper having 30 parts NUKP (softwood 
unbleached kraft pulp), 30 parts LUKP (hardwood unbleached kraft pulp) and 60 parts 
color high-quality old paper 6 as raw materials of a buffer material. 

Nygard discloses stock formed from a mechanical pulp prepared from wood 
material of the Populus family and from bleached chemical spruce pulp, whereby the 
amount of the mechanical pulp is 20 to 70 weight % and the amount of the bleached 
chemical softwood pulp is 80 to 30 weight % of the dry matter of the stock. See the 
Abstract of Nygard. 

The Applicants respectfully submit that the combination of Saito and Nygard fails 
to disclose or suggest the claimed features of the invention. Claim 1 recites that the 
aspect ratio of tensile strength of the base paper is in a range from 5 to 1 5 as measured 
by Japanese Industrial Standard P 8113, content of the soft wood kraft pulp is 70% or 
more of the raw material, and that the base paper comprises a cylinder paper-machined 
paper made by a cylinder paper machine. 
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Generally, the aspect ratios of tensile strength of a paper produced by a general 
cylinder paper machine and a paper produced by a Saeki-type cylinder paper machine 
are about 3.3 (100/30) and 2.7 (100/37), respectively, as disclosed in the attached 
publication entitled, "History for 50 Years of Special Paper Manufacturing," November 
21, 1976). In order to increase the aspect ration of tensile strength, it is necessary to 
orient the fiber having a high tensile strength in one direction. In the paper string 
reticulated structure of the present invention, the soft wood pulp in which the tensile 
strength is higher than that of hard wood pulp is contained at 70% or more to raw 
material of the base paper. Furthermore, orientation of the fiber is dependent on the 
process of the paper making, and the present invention is made by a cylinder paper 
machine that can be orientated higher than in a fourdrinier paper machine because fiber 
having high tensile strength is orientated in one direction and, consequently, the aspect 
ratio of tensile strength is increased. 

In contrast, as acknowledged in the Office Action, neither Saito nor Nygard 
disclose or suggest that the aspect ratio of tensile strength of the base paper is set in a 
range from 5 to 15 as measured by Japanese Industrial Standard P 8113 by containing 
the soft wood pulp at 70% or more to raw material of the base paper and by using the 
cylinder paper machine. 

The Applicants also submit that it would not be inherent for the combined product 
of Saito and Nygard to have the claimed aspect ratio because the references do not 
disclose or suggest the cylinder paper machine that makes the claimed base paper 
which comprises a cylinder paper-machined paper. The Applicants respectfully submit 
that the cylinder paper machine imparts distinctive structural characteristics to the final 
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base paper product which do not exist in products made other types of paper machines, 
such as the fourdrinier. As Saito and Nygard are silent as to the paper machine, it is not 
inherent that the references would achieve the claimed aspect ratio and the cylinder 
paper-machined paper, recited in claim 1 . 

Claims 12, 13 and 15 were rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Saito in view of Nygard as applied to claims 8, 9 and 11 above, and 
further in view of Phan et al. (U.S. Patent No. 6,136,146, "Phan") or Kearney et al. (U.S. 
Patent No. 4,225,382, "Kearney"). Claims 12, 13, and 15 depend from claim 1. 

The Applicants traverse the rejection and respectfully submit that claims 12, 13 
and 15 recite subject matter that is neither disclosed nor suggested by the cited 
references. 

Phan discloses a non-through air dried paper web and method of making such a 
paper web. The paper web includes at least two regions of different density and at least 
two regions of different basis weight. See the Abstract of Phan. 

Kearney discloses an improved process to produce a tissue which becomes ply- 
separable during the papermaking process. A first furnish, to be laid adjacent the 
forming wire, was comprised of 100 percent kraft eucalyptus pulp. The fiber was 
combined with 4.7 pounds of a 2 percent solution (by weight) of PAREZ 631 NC wet 
strength resin per ton of fiber, and was unrefined. (PAREZ 631 NC is a modified 
polyacrylamide wet strength resin available from the American Cyanamid Company.) 

The Applicants respectfully submit that Phan and Kearney fail to cure the 
deficiencies in the combination of Saito and Nygard, as Phan and Kearney do not 
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disclose or suggest a base paper comprising a cylinder paper-machined paper, as 
recited in claim 1 . 

Under U.S. patent practice, the PTO has the burden under §103 to establish a 
prima facie case of obviousness. In re Fine , 5 USPQ2d 1596, 1598 (Fed. Cir. 1988). 
Both the case law of the Federal Circuit and the PTO itself have made clear that where 
a modification must be made to the prior art to reject or invalidate a claim under §103, 
there must be a showing of proper motivation to do so. The mere fact that a prior art 
reference could arguably be modified to meet the claim is insufficient to establish 
obviousness. The PTO can satisfy this burden only by showing some objective 
teaching in the prior art or that knowledge generally available to one of ordinary skill in 
the art would lead that individual to combine the relevant teachings of the references. 
Id. In order to establish obviousness, there must be a suggestion or motivation in the 
reference to do so. See also In re Gordon , 221 USPQ 1125, 1127 (Fed. Cir. 1984) 
(prior art could not be turned upside down without motivation to do so); In re Rouffet , 
149 F.3d 1350 (Fed. Cir. 1998); In re Dembiczak . 175 F.3d 994 (Fed. Cir. 1999); In re 
Lee , 277 F.3d 1338 (Fed. Cir. 2002). The Office Action restates the advantages of the 
present invention to justify the combination of references. There is, however, nothing in 
the applied references to evidence the desirability of these advantages in the disclosed 
structure. 

In view of the above, the Applicants respectfully submit that Saito, Nygard, Phan 
and Kearney, either singly or in combination, fail to disclose or suggest the features of 
the invention as recited in claim 1. Therefore, the cited references do not support a 
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prima facie case of obviousness for purposes of a rejection of claim 1 under 35 U.S.C. 
§103. 

Conclusion 

Claims 2, 5, 6, 8, 9, 11-13 and 15-19 depend from claim 1. The Applicants 
respectfully submit that each of these claims incorporate the patentable aspects thereof, 
and are therefore allowable for at least the same reasons as discussed above. 
Accordingly, the Applicants respectfully request withdrawal of the objections and 
rejections, allowance of claims 1, 2, 5, 6, 8, 9, 11-13 and 15-19 and the prompt 
issuance of a Notice of Allowability. 

Should the Examiner believe anything further is desirable in order to place this 
application in better condition for allowance, the Examiner is requested to contact the 
undersigned at the telephone number listed below. 
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In the event this paper is not considered to be timely filed, the Applicants 
respectfully petition for an appropriate extension of time. Any fees for such an 
extension, together with any additional fees that may be due with respect to this paper, 
may be charged to counsel's Deposit Account No. 01-2300, referencing Attorney Dkt. 
No. 108421-00080. 
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ARENT FOX PLLC 

1050 Connecticut Avenue, N.W., Suite 400 
Washington, D.C. 20036-5339 
Tel: (202)857-6000 
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Special Paper Manufacturing (November 21, 1976) 



On lines 7 to 11 of page 299 

The paper in which strength in a machine direction is desired, such as 
cable paper, is produced by a cylinder paper machine, so that fiber such as 
Manila hemp and kraft long fiber is oriented in a machine direction. The 
aspect ratios of tensile strength of a paper produced by a Saeki style patented 
cylinder paper machine, a paper produced by a general cylinder paper machine, 
an OCR paper produced by a No. 13 fourdrinier paper machine, and a Bible 
paper produced by a No. 6 fourdrinier paper machine, are shown in the 
following Table. 



Table 



Brands 


Cable Paper 


General 
Cylinder 
Paper 


Saeki 
Cylinder 
Paper 


Bible Paper 


OCR Paper 


Tensile Strength in 
Machine Direction 


100 


100 


100 


100 


100 


Tensile Strength in 
Cross Direction 


20 


30 


37 


58 1 


66 



0 6-10- 6 ; 1 4 : 0 1 ; I . P. 0. 



A rent Fox 



; 0 3-3 53 5-3 9 0 9 



# 5/ 




BEST AVAILABLE COPY 



0 6-10- 6 ; 1 4 : 0 1 ; I . P. 0. 



Arent Fox 



; 03-3535-3909 



#6/8 



% * 

tt 


ft 
* 






§8 


) 

7* 


OH! 
OOI 


* 

i 


, lOO 


I 


a o 

A O 


7* 

>!✓ 
ft 


A O 

A O 


O 
C 
R 

ft 



& JL 
*> * 



UK k 
■c t 



- i 



T 
Jt 

ft 

7 
W 

CD 

An 
# 



& DP 

sr I? 
£ ® 



IS] 

T? 
HE 
* 

tb 

t> 

# 



jit 
5$ 



■4 

a 

I * 
m • 

•C A> 

2 

& - 

* 4 

•2 \,> 
^ li 

■c a 

* % 
ft 

t ft 

* if 

<D li 

* CD 
fc ft 

" lb 



pp 

m 

co 

ft 



If 

tt 



h 

4 
if 
fi 

L 
ft 

o 

* 

ft 



CO 

An 

< 
ft 



H 

li 



1 
ft 

CD 



II 
I? 



•fit 
* 

t 

. *- 

i 
ft 

-5 



» ° 

it 3 

ft <D 

0 fe 

c 

r a 
* 

ft * 

f g> 

* ft 

^ -e 

fi * 

■c L 

tt ft 

St ft 

L " 

ft «P 

'« it 

-f co 

7* P3 

^ M 

ffl & 

ft ft 

cd m 

m r 

* » 

sa it 

H ft 

t ft 

+ + 

t = 

" «■ 

ft & 



m t 

If ft* 

1 $ 

7" V 

ft n 

<o ft 

An \z 

t "3 

li v> 

* .-c 

- C T? 



9 CD 

^ m 



* 
< 

it 
x 

m * 

* SE 
X CD 

i * 

it c 



9 
7 
7 



•5. 

0 



CD 
ft 
II 

I 

§ 



7)1 
I 

a 
ft 

it ft 



a EP 

* m ~$ 
§ P * 

* ft * 
ft ft £ 

i' ft 

•e li li 

SSf c -t 

S CD •< 

% t 
1" 

4 ft 

CD T 

•5 
CD 
t? 
<D ft 

% & 

•e i * 

j6» * 
" & 

tt " ... 

it * ft 

± Z • 

* M «b 
tr 0* B 

* t? ffl 

* li 



o 



tt 



1* 

-5 



* • 

i tt 

* ft 
eg * • 

& ft g 



12 

ft 



ft 4 



b 

L 

M 
A 
t 

i 
5 



& 
ft 
ft 

0 
>- 

CD 
ft 
li 



ft ic 
ft * 

y 

a* 

v 

i 

K 

I 

3 

ft. 
5 



+ 
li 



299 



BEST AVAILABLE COPY 



0 6-10- 6 ; 1 4 : 0 1 ;Xf&l. P.'O. 



Arent Fox 



; 0 3-3 53 5-3 9 0 9 



#7/8 



11 



tt IK 

ft ft 






m 






- o 

o o 


l 

7* 


Olll 
OOl 


£ 


= o 
-b O 


1 


E O 
A O 




* O 

A o 


0 

c 

K 
« 





299 




12 

ft 
* 



1 ft 



t 

t 

T 

to 
A 
t 

i. 

k 



7k IS 



ti 

0 



4 
* 

3. 
V 
V 

1 

t 

3 
5 



+ 
A 

& 

14 

u 



BEST AVAILABLE COPY 



0 6-10- 6 ; 1 4 : 0 1 



;5&8I . P. O. 



Arent Fox 



; 0 3-3535-3909 



8/ 8 




BEST AVAILABLE COPY 



